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REMARKS 

In the Office Action, the Examinerf ejected, claims 1-26, and 31-34, and indicated 
claims 27 and 28 as being allowed. Applicants thaihk the Examiner for indicating the 
allowable subject matter. Claims 1, 8, 14 jkt, ■an&31 have been amended to clarify certain 
aspects of the claimed subject matter. Atoprdin$y, claims 1-28 and 31-34 are pending. In 
view of the amendments, Applicants respeptfullyjrcquest reconsideration and allowance of all 
pending claims. 

Claim Rejections under 35 U.S.C. S 101 § 

The Examiner rejected claims 8-20;under 35 U.S.C. § 101 because the claimed 

invention is directed to non-statutory subjdjfet rii^fr. Specifically, the Examiner stated: 

Claim 8, 14 direct to a security module which is a 
software/program (see sp^j^6atidft-s paragraph 21, lines 1-2). 
Therefore, the claimed invention isjidirected to non-statutory 
subject matter. : |- y 

Office Action, page 2. Applicants Bsspec||illy traverse this rejection. 
Legal Precedent 

Statutory subject matter, as set forti in Section 101, includes "any new and useful 
process, machine, manufacture, or composition offnatter, or any new and useful improvement 
thereof." 35 U.S.C. § 101. As such, according to the Supreme Court, congress intended 
statutory subject matter to "include anything iinde£the sun that is made by man." Diamond v. 
Chakrabarty, 447 U.S. 303, 308-09; 206 US.P.Q. 193, 197 (1980). In particular, it is clear 
that claims directed to products, apparatuses and devices are clearly statutorily patentable. As 
set forth in M.P.E.P § 2106(II)(c), 'Tor products, the claim limitations will define discrete 
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physical structures or materials/ Product claims are claims that are directed to either 
machines, manufactures or compositions ofniattfel;^ 

Additionally, the Federal Circuit Ms developed a test which may be used to determine 
if a claim recites statutory subject matter^ ^iitel)pyhether the claim produces a "useful, 
concrete, and tangible result." In re Alappat, 31 U,£LP.Q.2d 1545, 1557 (Fed. Cir. 1994) (en 
banc). The Federal Circuit has -stated "thejdispb?itive inquiry is whether the claim as a whole 
is directed to statutory subject matter." Id* The Federal Circuit elaborated by holding that 
one must look to "the essential characteristics 6f the subject matter, in particular, its practical 
utility." Slate Street Bank & Ttust Co. 4 Signature Financial Group Inc., 47 U.S.P.Q.2d 
1596, 1602 (Fed. Cir. 1998). Moreover, ^ Federal Circuit has stated "the Alappat inquiry 
simply requires an examination ;of the contested claims to see if the claimed subject matter as 
a whole is a disembodied mathematical concept representing nothing more than a Maw of 
nature' or an 'abstract idea, 5 or if the mathematical concept has been reduced to some 
practical application rendering it useful ' " AT&T Corp. v. Excel Communications, Inc. y 50 
U.S.P.Q.2d 1447, 1451 (Fed. Cir. 1999) (efriphasis added). In other words, "Is an actual 
process machine, manufacture, or composition of matter being claimed in accordance with 35 
U.S.C. §101, or is the claim drawn to an^abstraction?" Therefore, if a claim, read as a whole 
and in light of the specification^produceS anyjiisefUl, concrete, and tangible result, the claim 

meets the statutory requirements of SectiotpOl v $ee id 

\i. 1 

Applicants respectfully Assert that claims 8 and 14 are directed to statutory subject 
matter under Section 101, as they are d irecjed to apparatuses and recite discrete physical 
structures. In particular, independent clairrts 8 and 14 are each directed to "[a] first security 
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module in a computer" and recite discrete f^sicil structures in the bodies of the respective 
claims. Specifically, the body of claim 8 r|cite||b detector that is adapted to detect another 
security module. . .and a device jhat obtainf atileast One key." (Emphasis added). The body of 
claim 14 recites, "means for detecting ariojher security module. ..means for determining 

- :' : .IV' • • 

whether a key associated with the other security module is stored at the first security module; 

['■'. ■.• )};!■■■: 

and means for obtaining the key." (Emphasis added). Moreover, the specification clearly 
describes the security modules as including physical structure. See, e.g., FIG. 3; paragraph 
28, lines 3-4 (stating 'the first tTM 143 may include an input/output interface, ^processor, 
and a memory 156 that is used to store TP$1 key$ 158" (Emphasis added)). Accordingly, the 
subject matter of independent claims 8 aficl 14 clearly contemplated to include tangible 
hardware elements, as well as software. . | : 

■■■■ :i =•! : - 

v. - f .;• 

The Examiner's rejection seems basedoh a presumption that, because certain 
elements of the claimed invention may <^roppsei$Sftware, that independent claims 8 and 14, 
and the claims dependent thereon, are nonstatutory. This presumption is not correct. The 

Commissioner of Patents has rebognized;t^ patentability of software, provided that it is 

. £ : • V 

embodied in a tangible medium. Indeed,! the Commissioner has directly stated that, 

•: M ■ ■ i>:\ .; 

"computer programs embodied in a tangible medium. . .are patentable subject matter under 35 
U.S.C. §101." See In re Beauregard, 53 F§3d 1583 (Fed Cir. 1995). It is clear from the 
specification that, to the extent the claimec^bctii^ thodules comprise software, the security 
modules are intended to be implemented |ii|at^rtgibie medium. In particular, the 
specification describes a first security m6d|le that includes NVRAM 140 (FIG. 3) and a 
second security module that includes a memory 160 (FIG. 3). Those of ordinary skill in the 

; '&] s> •' ' 

Pa|eI2ofl9 
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art would clearly recognize the;NVRAM 140; and the memory 160 as tangible media. 
Because the specification clearly supports the software implementation of security modules in 
a tangible machine-readable medium, the Applicants' claims are statutory under the 
governing law of the Federal Circuit . | i; ; } ; ^ 

In summary, Applicants;respectfully assert that independent claims 8 and 14 are 
statutory because they are directed to either physical apparatuses or software that is stored on 
a tangible medium. As such, Applicants respectfully request withdrawal of the rejection of 
independent claims 8 and 14, as well as the rejection of all claims dependent thereon, under 
35 U.S.C § 101. \ 

Claim Rejections under 35 US C. S 103 \ 

The Examiner rejected claims 1-26; 31, and 32 under 35 U.S.C. § 103 (a) as being 

unpatentable over Timson et al|U,S. Patent No. 6,041,412) (hereinafter "Timson") in view of 

Challener (U.S. Pub. 2003/0174842) (herefnafte#Cha!lener 5, ). Specifically, the Examiner 

stated: \ !' 

Claims 1§26, 31, 32 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Timson et al (6041412) in view of 
Challener (US Pub 2003/0174842). As in claim 1, Timson 
discloses a method to operating security modules in a computer 
(Timson's Fig. If #2 CPU cBrrS||^diing to the claim's 
computer, two security modules (Fid 1: #50, #60, Fig 2: #8, 
dual secure data rnodulcs, column 8, lines 48-65) attaching 
locally to the computer. Timson dpes not disclose the claim's 
detail acts associating with the security modules, However, 
Challener 4 842 describes a method for storing private key of 
one security in another security module using establish standard 
such as TCPA ((thallener^s j^r^jgr^h; 6, lines 1-10) comprising 
the acts of detecting a second security module in the computer; 
determining whether a key a^sbciated with the second security 
module is available to the first module (Challener '842's 
paragraph 28, Fig 3:#54 query whether user's private key is 
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stored on the TGM server^ Fig: 1 : #40 that corresponds to the 
claim's first security module); >nd obtaining the key associated 
with the second security ihodute is the key associated with the 
second security module is not stored at the first security module 
(Challener c 842'| paragraph; 28, server obtains the private key 
from the client' ^securityimbdule, Fig 1: #54 that corresponds 
to the claim's second securq module, Fig 1 : #22; Challeners 
paragraph 12 discloses that jthe first security module, TCM 
server Fig 1 : #40, obtainingl the private key associating with the 
second security module. Fig; 1:"#22, and providing this key 
information to a client/user: Obviously, if this key has not been 
stored at the first security m|bdiiie^the first security module, 
server, will obtain it from th£ clieiifes computer and save it for 
future referencing, in a migrating manner, see Fig. 4a, and 
paragraph 32). § ; :|[ ! 

It would have been Obvious .tp one of ordinary skill in 
the art at the tim| of invention -to include the method and 
associating apparatus for 'sttfeing private key of one security in 
another security toodule usifrg lestatylish standard such as 
TCPA, thereby the private kjeyiof bne security module can be 
retrieved from another seculjity safely with any computers 
enable with established standard such as TCPA (see Challener's 



paragraph 8). ; >.>i 

Office Action, pages 3 and 4. Applicants 1 Kspectfully traverse this rejection. 

:i r ' r • 

I L I 'v' 

1 

Legal Precedent , j| 



The burden of establishing a prirtiaffacie cake of obviousness falls on the Examiner. 
Ex parte Wolters and Kuvpers, 214 U.S.P.Q. 735 (PTO Bd. App. 1 979). In addressing 

obviousness determinations under 35 U.S.CJ. § 103, the Supreme Court in KSR International 

I '. |f: i:" - )l 

Co. v. Tele/lex Inc: 9 No. 04-1350 (April lo^20Q^ reaffirmed many of its precedents relating 

'■■9'- - : •']'.•■"■.' 

to obviousness including its holding in Qirt^^^l^hh Deere Co., 383 U.S. 1 (1966). In 
Graham, the Court set out an otpective an^^pfbr applying the statutory language of § 103: 



Under §103, the|scope 2^dUc£rit£nt of the prior art are to be 
determined, differences betyyeen tfcfe prior art and the claims at 
issue are to be ascertained, and the level of ordinary skill in the 



;eff§|l9 
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pertinent art arefto be rescjlv^d. ! Against this background the 
obviousness or non-obviousness of the subject matter is to be 
determined. Such secondary considerations as commercial 
success, long-felt but unresblyedjneeds, failure of others, etc., 
might be utilized to give lightjto thfe circumstances surrounding 
the origin of the|subject master sought to be patented. 



KSR 9 slip op. at 2 (citing Graham; 383 U.S. at 17-18). 

t I JMl n 

The Court also stated that "a patent! composed of several elements is not proved 

i K !!::•■?■:■ 

obvious merely by demonstrating that each; of its .elements was, independently, known in the 
prior art." Id. at 14. Furthermore, the KSR court Stated: 

& t ' 

Often, it will b|: necessary for a- bourt to look to interrelated 
teachings of multiple patents; jthejeffects of demands known to 
the design community or present; Sn the marketplace; and the 
background knowledge possessed by a person having ordinary 
skill in the art £ll in ordferjitajidilttiiine whether there was an 
apparent reasorifto con^i^fl|tl||p^ known elements in the 
fashion claimed in the patent ait issue. 



id. I 



;S If? $=■:•!: , ; :~ s . 

Furthermore, the ATS/? court reaffin^d^thejrequirement for objective evidence of 

> if. .!■":' 

obviousness, i# at 14 ("To facilitate reyievv, this analysis should be made explict. See In re 



to " 



tarAw, 441 F.3d 977, 988 (CA Fed. 2006) (p[R]ej|etions on obviousness grounds cannot be 
sustained by mere conclusory statements; iiistea^ there must be some articulated reasoning 



with some rational underpinning to suppjM^Hb iclglfcconclusion of obviousness"). As our 
precedents make clear, however; the analysis nefappt seek out precise teachings directed to 
the specific subject matter of the chal lengeil cliiill^&r a court can take account of the 

U ::!;=:■;;■: '/ft- 

inferences and creative steps that a person <$f dr#tfft^ skill in the art would employ."); see 

' • ;• ! ! . t 

also, In re Lee, 61 U.S.P.Q.2d 1430, 1436 (feti. dir. 2002) (holding that the factual inquiry 



I! 
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whether to combine references must be thorough; and searching, and that it must be based on 
objective evidence of record), j| A |f 



II" 



Turning to the claims, amended independent claim 1 recites a method of operating a 
first security module in a computer comprising^ Mter alia, "detecting a second security 



module in the computer, wherein the second seciiriiy module is configured to perform ttie 



WW 



same functions as the first security module" (Erft|foasis added). Amended independent 



lit-, 

claim 8 recites a first security module com|)rising;|a;detector that is adapted to detect another 
security module configured to perform the'satni^^iidns as the first security module" 

• . If.-i ■ " " 

(Emphasis added). Amended independent ;claim;£4 recites a first security module comprising 

| ■;. i : ?| 

"means for detecting another sefurity module in 'lie computer, wherein the other security 
module is configured to performthe same functions ms the first security module" (Emphasis 
added). Amended independent?elaims 21 ffid 3 ||B|)th recite a computer comprising, inter 



alia, "a first security module; aid a secorid||eeurit^ module, wherein the second security 



module is configured to perform the same Juricti^ as the first security module" (Emphasis 
added). ft- < ' '%t 



Sr. 



In contrast, neither Timspn nor Chaileher||sclose two security modules configured to 
perform the same functions in <$fompia^.^f0^^^^ depicts two security modules, the 
modules perform totally dis^incfefunctiofe.lspecifi^ll^ to provide access to secured data, the 

| | |i§ 

dual secure data module reader of Tim son useSfflSffiist'two secure data modules" which 
"include [1] an enabling module and \l\a^mter^^aiable module" Timson, column 2, lines 
16, 20-21 (emphasis added). TT$e enabling |mpdt||^cdntains "permissions" which determine 



I: 



m 

mm 
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which data operations, such as "creating dipjj deleting data, reading data," etc., may be 
performed on an intcrrogatable module. Jjmson;; column 2, lines 40-49. In contrast, the 



interrogatable module contains the operab 
Accessing secured data thus requires (l)-|)^nfiis 

SilV ill" ■' ! 

operable data from an interrogatable mbSuj 



5 data. See Timson, column 2, lines 50-61. 
^if^^'from an enabling module and (2) 
e, vvhere the two different modules perform 



different functions and communicate through $ 



column 2, line 62 to column 3, line 4; Fig. 



distinct functions and both must be usedtnl 



column 2, line 13 to column 4 jihe 15. 
depicted in Fig. 1 of Timson dp|s not difc 
the same functions, as set forth in the inltapclliK 

fa s 

I I 



Sbfai dual secure data module reader. Timson, 

f. Assuch, each module performs different and 

Ik • : <: -VM 

};p6njUTiction to access secured data. See Timson, 
|^^g^y, : the dual secure data module reader 
ise two;security modules configured to perform 



I" • 



Moreover, ChalJener fails, to disc|6i 
the same functions in a computet 
in two separate and distinct conjfputers. 



reference does not disclose anypiiig wifH 



computer, much less wherein tHf modules 

same computer. Since Challeni does ncJt 

ft: 

elements lacking in Timson, TiMson an$Cj§$$j| 

ft 

if :.- • , . ... 
combination, fail to disclose all|t>f the clmified el« 



ft 



Accordingly, for at leasffhis i 



i 



6f '. 

^Hallfner, Fig. L However, the Challener 

' . • ' • 

jspept'td multiple security modules in the same 
ire configured to perform the same functions in the 



Ballenef- taken alone of in hypothetical 



„_ ^ents. 

1 1 li 




ts respectfully request withdrawal of the 



rejection under Section 103 of t§ dependent |cJaims3^ 8, 14, and 21, and provide an indication 
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m 



of allowance. Further, Applicants request ithatthe^xaminer withdraw the rejection of 



dependent claims 2-7, 9-13, 1530, 22-26, iand 32-3 g}^ased on their respective dependencies 
and for unique matter recited infeach independenti|laim. 



9i 

it' 

i 
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Conclusion 

The Applicants respectfully submitihaSp 



the telephone number indicatedfbelow. 



Date: July 23. 2007 



Correspondence Address: |j: 
BP Administration §| .-' 

Legal Department, M/S 35 f > : ' 
HEWLETT-PACKARD COMfftNY 
RO. Box 272400 
Fort Collins, CO 80527-2400 
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pending claims are currently in condition 



@]024 



for allowance. However, if th^pExamiriir ^isheli|> resolve any other issues by way of a 

I: I 1 111 

telephone conference, the Examiner is kindly m^pl to contact the undersigned attorney at 



i 



| Rel||ctfuliy submitted, 



IE*. Blount 



5 Reflation No. 35,069 
i (28$#70-4545 



I If 
m 



: if 



; iir 



'^3 



f 



Pags 19:0$ 

""I 



PACE 24/24 • RCVD AT 7/23/2007 5:51 :30 PM [Eastern Daylight Time) « SVR:USPTp-EFXRF-1/1 8 * DNIS:2738300 * CSID:281 970 4503 • DURATION (mm-ss):13-02 



